ippticatton So, 500 JO 1 Docket No.: 007I-0593PUS1 

Rcsh 'o Otfa , if} of ipnt 3, 2M6- 

REMARKS 

Upon entry of the instant amendment, claims 1-32 remain pending in the present 
ppik ition i s. ? h ' claims 16 >0, 23 and 26 have been amended. New 

claims 29-32 have been added. 

The instant amendments made herein to the claims do not incorporate new matter into the 
ipp oat > as s< ; tied Fen example, claims 16 and 20 have men mend c nto an 
uK'i <. > 't um rs of claim 1 Cia t ■> 23 a? J 2 xi 

. a wv v o ^ ^ . -J Monj claim 20. Further, .v.!' 19-32 i based < 
23-26, respectively, but solely depend from claim 16. 

Propei - : salerauon of each of the pending claims {i.e.. claims 1-32} is :r.;vn.2 y 
, m eve * <> s % m. as is entr, of the present amendment, and allowance of each of the instantly 
pending claims 1-32, 

3 7 CFR § 2J32 Declarations 

Enclosed with the instant reply are two separate 37 CFR § 1.132 declarations (no, 
"Deciarution F* and M Declaration ST) of Mr. Akira Mitsui, one of the present inventors. The 
hxamioe < resp equesied to fully review aitd consider ea< 1 taehed neclarabca 

of Mr. Akira Mitsui as they are submitted to be material to a consideration of dm patentability of 

arc i , l mm m thee > f s em rcjt m, lue ^ 
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Application No, 1 0/500, 701 Docket Nik: QQ71-0593PVS1 

Reply to Qffice Action o/AprtU, 2006 

Allowable Subject Matter 

At page 6 of the Office Action, the Examiner indicates that claims 20-22 have been 
objected to as being depend,;!-! upon a rejected base claim, but would be allowable if rewritten in 
n«k',\ kit s v .JUu <. in Jiuis UkK*. . earn e n. ^ 

Is the present amendment, claim 20 ha- he i m u ecO v 
i ^ ^ - \ >- ' chu l I iu,'i I u thcr churns 2 X <mu it I u< e beef amended to 

depend rem « tt) an . 20, a id su jsequently claim 21-26 now depend solely item patentable 
claim 20, 

Therefore, it is submitted that the objection to claim 20-22 has been overcome and/or 
tendered me> < nt i evu * me i 'J ^lIi ohi dope weiu i m 2 i v S <> v. n charts 21- 
26 are now in condition for allowance. 

0«&» Rejections ~ 35 USC § 102(b) and 35 USC§ 10(a) 

At page 2, line 16 to page 3, line 14 of the Office Ac ior t 5 ( > * 

have been rejected under 35 USC § 102(b) as being anticipated by, or under 35 USC § 103(a) as 
being obvious over Braat US '327 (US 0,21 1,327) or WO '273 (WO 00/46273). 

At page 3, lines 15 to page 5, line 5 of the Office Action, claims 16-19 and 23-26 
(process claims) have been rejected under 35 USC § 103(a) as being unpatentable over Daiion 
USU64 (US 4.463,164). 

Further, at page 5, lines 6-20 of the Office Action, claims 1-15 (product claims) have 
been rejected under 35 USC § 102(b) as being anticipated by, or under 35 USC § 103(a) as being 
oln ous oves Dal in US '164 

1 1 dWB/TK/enm 



Application No, 10/50$, 701 Docket No. : OO7I-0S93PUS1 

Reply to Office Action of April 3, 2006 

Further, at page 6. lines 1-8 of the Office Action, claims 2~-28 r » r.t, <^ 
cte>is) have been rejected under 35 USC § 102(b) as being anticipated by, or under 35 USC § 
103(a) as v tig < - ions yver Dalton ( S ;>4 or WO 273 

t $ on ai draw each of these rejections espec 
upo the ovv g >ns derat ms 

iqlSiandari noli tl 

lv A claim is anticipated only if each and every element as set forth in the claim is found, 
either expressly or inherently described, in a single prior art reference." Verdegaa! Bros. v. 
Union Oil Co. of California, 814 F.2d 628, 631, 2 OSPQ24 1051, 1053 (Fed. Cir. I9S7). "When 
a , ^ >_ e\ual ^tru. ucs or compositions, either genetically or as alternatives, the claim 
is deemed anticipated if any of the structures or compositions within the scope of the claim is 
known in the prior art." Brawn v. 3M, 265 F.3d 1349, 1351, 60 US.PQ2d 1375, 1376 (Fed. Cir. 
2t ) be identic; nvention must be shown in as complete dcta c s < the ... 

claim." Richardson v. Suzuki Motor Co., S6S F.2d 1226, 1236, 9 USPQ2d 1913, 1920 (Fed. Cir. 
ii < i' i t K arat aeu as r^qui cq Iv the J n b t a ,^ ns o + n > \ , , 

verbis test, i.e., identity of terminology is not required. In re Bond, 910 F.2d 831, 15 USPQ2d 
1566 (Fed. Cir, 1990). 

N ■ <- ' t ■ 

estab < ease ol hviou less ec > c must be net rst 

there must be some suggestion or motivation, either in the references themselves or in the 

12 JWBfiKfenm 



\ppth auou \\ . SOU 'til Docket No.: 007I-0S93PUS1 

Reply to O/Jice Actum of April 3, 2006 

knowledge genera i >n h n nar skill s the art nodif) nee 01 < 

^ » <. v v i ,ka easonahv^v , i \ I 

the prior art reference (or references when combined) must teach or suggest all the claim 
limitations. 

The teaching or suggestion to make the claimed combination and the reasonable 
expectation of success must both be found in the prior art; not m urp v . i ~ >>v e 
Faeck, 947 F.2d 488, 20 USFQ2d 1438 (Fed. Cir. 1991). 

■'there are v p^Mhle sources for a motivation \o eombme iei«ut>:c»: < vulture of 
the prohicm to be solved, the teachings of the prior art, and the knowledge of persons of ordinary 
skill in the art." In re RoujfeU 149 F.3d 1350, 1357, 47 USPQ2d 1453, 1457-58 (Fed. Cir. 1998) 
(The combination of the references taught every element of the claimed invention, however 
without a motivation to combine, a rejection based on a prima facie case of obvious was held 
improper.), The level of skill in the art cannot be relied upon to provide the suggestion to 
combine references. Ai-Site Carp. v. VSI im'l Inc., 174 F.3d 1308, 50 USPQ2d 1161 (Fed, Cir. 
1999). 

,\ » r ^ rg ^ p «.u of the Patent Office case for obviousness in the first 
instance, it is necessar> to ascertain whethei ot not the -eference eat tings vvotu 1 a; peat to be 
sidfaun o on„ 1 .> Im ^ vi p J\iuO,u aft Is n ,! „ .to ^ :>< > ur U r^\,K 
proposed substitution, combination, or other modification." In re linter, 458 f.2d 1013, 1016, 

Ops Ov^- e^s c 1 ool> be c-4ab *het ^ co-nbuurg ^ <. ~. v. c ps o t e 
poor art to produce the claimed invention where there is some teaching, suggestion, or 
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Reply ti> Office. Action of April 3, 2006 

momation 10 do so found ciilivr ?n v. t > ur implicitly u .1,. reference-; themselves or in the 
knowledge generally available to one of ordinary skill in me . T w test ot an implicit 
showing is what the combined teachings, knowledge of one of ordinary skill in the art, and the 
r.a i e oi the} ) n v<^ be solved as a « tok *■> ouid have sugg< ose< sk 

the art ' fn re \V :a >,217f 3d 1.365, 1370, 55 USPQ2d 1313, 1317 (Fed. Cir. 2000). See also /« 
re lee, 27? F.3d 1338. 1342-44, 61 USPQ24 1430, 1433-34 (Fed. Cir. 2002) (discussing die 

the motivation to combine references); In re Fine, 83? F-2d 1071, 5 USPQ2d 1596 (Fed. Cir. 
1.988): In re Jones, 958 F.2d 347, 21 USPQ2d 1941 (Fed. Cir. 1992). 

The present nvention (jc< chin i 
relatively low molecular weight and a narrow (sharp) .molecular weight distribution. More 
v>u ~ i % iv. ' ^henylene ether has a specific reduced viscosi - . cc. % -„o.-n 
(pp/e|, as measured at 30°C in a G.Sg/dl chloroform solution, of 0.04-0,18 dl/g) and a specific 
c . i > i > i n dishilu jo* uil *>~2 ^ 

e w k eciilai weight PPE of the present invention ms high thermal 
excellent electric properties and solubility to various solvents or reagents, and ha.- a goo< ability 
k . TiiiXi^e 'U ^ i > outer , or- ponent.s 

Further, the present invention (.see claims 16 and 2(1} is also directed to a process for 
I g n n 1 0 ! )t I _ low 

;mhece .a va„ u rfu 
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Reply to Office Action of April 3, 2006 

urther, the present invention (s < ? s ^ < a ov> molecu $ 

w > i ^ nl tf c 1 | _ 1 ^ JJi > 

At page 3, lines 9-14 of the office action, the Examiner states as fellows: 

"the composition disclosed by the reference is preparcil from reactants and tinder 

view of this similarity, it would appear to be inherent that the product, low MW 

, v / u „ ,<' oV .'>;,',<•' ti iL _ cni ndn.en a, < > \ v ,•> - 
claimed equation represent the glass transition temperature, could be prepared 
following - aching cfthi rep ■ na 

However, it is submitted that Braat US '327 fails to teach or disclose "a molecular weight 
distribution of 1.5-2.5", Further, any composition obtained by the references relied on by the 
examiner (Braat US '327, Dalton US' 164 or WO ■273) does not have the features recited in the 
pending claims. Namely, they shoftr one or both of (0 a Jm exi * M> • . . fin a 

u^iok - v t . ' i ventiond 

Specifically. PPE obtained according to Braat US '327 (and WO '273) has a broader MW 
> - v ,l win ru msiantl Jm u immm 

In support of the above contention, the Examiner's attention is directed to die 37 CFR § 
1.132 Declaration of Mr. Akira Mitsui (hereinafter referred to as "Declaration FT which is 
enclosed with the instant reply. The Examiner is respectfully requested to review Declaration I 

3 This was Mly described in »be prior reply February 28, 2006 (e.g., see pages 15-21, and 
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at this time, as it is submitted to be material to a consideration of the patentability of the present 

s 1 5 O res u 

As shown in the Declaration 1, the low molecular weight PPE of the present invention is 
is rmsmshec fu PPL ob nsu in the cited refeienccs v fit vl 10 

Specifically, in Comparative Example 5 as described at page 27 of the instant specification, PPE 
was obtained according to the method of Braat USC2? (see page 27. hues d 'hi ins(am 
v t /<.>*>,, ' !tn ,uu u t E> a. US ' 1 - i ■ ^ _ v mEEdm.o 

2.hH x m< TahU Uupagi 30 the tisiun ytrijieutivn) while the nolec lar wcigl distr t h» 
of the present invention is 1.5-2,5. That is, the molecular weight distribution of the present 
invention is narrower (i.e., sharper) than that of Braat US'327. The relationship between the 
present invc i t O I i 52 < k ); It m 5 S 164 oC\c E discussed b > v; si ow; 1 s 
Exhibit Figure I of the prior reply of February 28, 2006, and in identical Exhibit Figure 1 of the 
enclosed Declaration I. 

Regarding Comparative Example 5 of the instant specification, Applicants submit that 
Comparative Example 5 of the present application properly represents the PPE of Braat US*327. 
In support: of this contention, the Examiner's attention is again directed to the enclosed 
Declaration 1. 

As shown m Table 2 of the Declaration I, the conditions of Comparative Example 5 of 
i v t ^ v. i J»e ISOs > 

rherefore, a is submitted that the obtained PPE in Comparative Example 5 is 
sCosumialK ;deo t m PI I > m _d K dm na'iiu of Biaat I 5 32" 
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Reply to Office Action ofApfU3 t 2006 

Accordingly, Applicants' argument that PPE of Braai US' 327 has a molecular weight 
distribution of 2.68 is well proven and supported in the attached Declaration I. 

To reach a proper determination under 35 U.S.C. 103(a), the examiner must step 
backward in time and into the shoes worn by the hypothetical "person of ordinary skill in the art" 

, , ,k before u was ma<L rmm> 

the examiner must then make a determination whether the claimed invention "as a whole" would 
have been obvious at that time to that person. Knowledge of applicant's disclosure must be put 
aside in reaching this determination, yet kept in mind m order to determine the "differences;' 
conduct the search and evaluate the "subject matter-as a whole" of the in vention. The tendency to 
resort to "hindsight" based upon applicant's disclosure is often difficult to avoid due to the very 
nature of the examination process. However, impermissible hindsight must be avoided and the 
ki zone mom must be reached on the basis of the tacts gleaned from the prior art. (See MPEP 

The temperature at the time of precipitating PPE affects the polymerization, as is shown 
1 me 1 \ (i >•> s < s m>uv 1 i Mm h / <<> V arJ C - ». < !t m,n 
Example 6). Thai is, in order to obtain a low M\V PPr n a hmh \vlo i . - m . instantly 
eLemeo method that eoutams therein a "solution method" step, the te mperature J. the tunc of 
1 e suhscmu \ at t ol PI hj > sinninm i {\c< ins or t claims 16 and 2 7 ) 

_v > ni m u l us o m > _ < v . 

oi, , * i'PL 1 vjou\ he totet he c id B tat t S '327 

reference only discloses the temperature at the polymerization and not at the time of 
precipitatku i he polyrneri itio progrt s of PPE, polyraeriza oi * is carrie 
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Reply to Office Aetbm of April 3„ 2006 

temperature of around 4CPC, and the process after polymerization (he, Steps 2 - 4), is also 
carried out under a temperature that is the same as with polymerization. Thus, Sraal US '327 
hi j . m ai, r v i . npc I'liie' !,K|H r <i m 

As expla;neu above, Braat l S '32'" not only fails to teach or descri >e the method of the 
! i i o actual P. teache r away from the method c e pres<: cc 

Therefore, any assertion that the present invention is obvious from Braat US v 327 is 
ckarh mscd up an n opi rppisea i ; ! muhiahi leeonstruoiiom 'a h u mron - \ relics 
on and requires as its supporting foundation Applicants own teachings and Ji closure in the 
!stn ^m k fo . > . ' o ! ^m ' ^ o« t 1 <. >n» a./nta «f"'Ji 
m '' ' <o >* reer/n 

Regarding WO '273, the cited reference also fails to disclose ai d s uggest a > e< 1 ac . i 
viscosity tgg ^ as measured at 30°C :n a 0 5g dl chloroform solution, of do- > 5 0 . , md a 
1 it ou of .1.5-2.5." 

Similar to Braat US 327, WO ! 273 relates to solution process, and thus the product and 
( pnv.^ o " g s mco! i c\A no l ) ^ horn m. ej ee v i 273 t v. < i < 

\s exph d above regarding B if( S'327, the process of \\ Q 2" - m O, en: o the 
method of the present invention and the PPE of the present invention is also distinguished from 
the that of cited WO '273 reference. 

For oxampL, WO '273 hub to teach a C n , -o-- mn onnetn m c mod. e^gvCiaHs 
nar-cv\ < u-i ihv molecular v\etglu distribution of an obtained PPE. 
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Accordingly, 'he product of the present invention us reckon In <: . r \ ponding claims 
: ■ \* * dn'tunn > d »>r. an J j-j\ct anticipated by, or jcnjoiou oh\ ens h>. Br .;n * S ' "27 and 
v - a sees are considered singularly or in combination. 



'•.><> i . < > J L- i V'^t • ' i ) 

i ed i i process in prod c <. euia weight PPE 

having a reduced viscosity (ijsp/c), as measured at 30°C in a O.SgAll chloroform solution, of 
0,04-0.18 dl/g, and a molecular weight distribution of 1.5-2.5. Further, as described above, the 
>roces he ureses »vention has features such as pre cipitant.- * * » * - * ;i 

k t * L_J. * 1 } 1 - a 

{« claim 16), 

However, PPE having such properties cannot be obtained fey the method disclosed m the 
cited Dalton US '164 reference. Dalton US '164 discloses, as a polymerization solvent, a 
mixture of a sol vent for the PPE and a ndn-solvent for the PPE, However, Dalton US '164 fails 
to disclose or suggest obtaining a PPE having a low MW as defined b> the present ,1,. ros 
Dalton US ' 1 64 fails to give any consideration about the lo < \ \\ J > . os * a o k t it 
^ \ vvhx s. ^ ed 1 - <. ?dl ^ 

J itlKl, - C < 

and *s a son a ■* ! * v> c c j ; ->j___ - c r PJtoa v ? o< «. ^ 

h t p, £ - , s _ t i " u i o t n ^ i > ? u 1 1 o the 

process of Dalton US 4 164. Still further, drawing low MW PPE of the present Invention from a 
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solution where the FP.E is solved in the solution, should he carried out at a low temperature (see. 
claims 16 and 27), and this Is neither disclosed nor taught in Dakon US "164. 

The examiner states, at page 4, lines 3-2 from the bottom of the Office Action, -'the 

mm orteujy (as a point of Qistm euons . polymerization and prccm iuuion of PPb JsmginM 
out, a th- s t\ ^ i p , ( S ii^z - ! - 

however, be carried out at the same time in f lie recited method of pending method claim 16 (or 
• cess cl tint 27) since it contains "a solution method step" therein, 

I archer, D dton US "164 also fails to disclose or suggest the use of alcohols, which cause 
the precipitation of a specific low MW PPE having "undesirably low" .molecular weight or the 
mixture of such an alcohol {See instant method claim 20 wut product-by-process claim 28.) 

Therefore, the methods of claims 16 and 20 (and : their dependent cla s) mo. host 
recited in produet-by-process claims 27-28 are distinguished from Dalton US* 164. 

Accord., x - - that none of instantly pending method claims 16-26 (or 
product-by-process claims 27-28) are in any way anticipated by, or rendered obvious by, the 
ckdDao 1 ^ - vienmct of record, 

L > <■ ^ 'iiUm - s m ' Amm k W 

I as s isclosc d suggest a reduced vis i j/c), as measm i 
30°C in a 0.5g/di chloroform solution, of 0 04 0 IS dh'g, and a molecular weight distribution of 
1.5-2.5" 
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fin :\,::r thai the present IP\ cPiion -> JJivmV in {he cr V ' l >M,:os. at page 

5, line 3-1 from the bottom of the Office Action. 

However, as explained, in the attached Declaration I and as described above, PPE 
disci >sed in f is c ted Da on Is 164 re erenee does no In e the sp« .... 
Instant invention. 

Further, as mentioned above the instant! dunned ntolhov. % c ^ 

molecular weight PPE are also distinguished from the method disclosed in Datlon US 4 164, 
Further, Dalion US U64 fmh to disclose or suggest a process fat obtaining a PPE having ^sp/c 
of 0.04-0. 18dl/g of the present invention. 

Accordingly, claims 1-15 are not anticipated by, or rendered obvious by, the cited 
Dalton US' 1 64 reference. 

The relationship between the present invention, Daiton US '164 and Braat US'327 is 
shown in Exhibit Figures 1-3 of Declaration I. Upon review of Exhibit Figures 1-3 of 
Declaration i, it is clearly realized that the present invention is distinguished from the cited 
references. Pait.icui.arly, it is realized that the low molecular ho g) T inventio 
5 as h g therm 1 esistai cc ex elle it e ectric j rotert es and solubi it> to ^ai ous so ents oi 
reagents, and has a good ability for mixing or reacting with other components, and that these 
p x s 1 i 1 i it ,^sdt ' n 
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As shown in Exhibit Figures 1-3 of Declaration !, the low molecular weight PPE of the 
present invention has a higher Tg and a more suitable dielectric constant, furthermore, solubility 
to various solvents or reagents, and good ability of mixing or reacting with other components, 
which are not suggested in the cited references. Further, according to the process of the present 
invention, such an excellent PPE can be produced productively. 

In Exhibit Figure 1 of Declaration I, it is clearly shown that the PPE of the present 
irnu-snor. u.s a vox) distinct viscosity fjsp/c} and Molecular We g.1 Distribution viWD) as 
compared with compositions of Comparative Example < i the sj^eii eat eh ;s a o aiem 

to the Braat US '32? reference), Comparative Examples 1 and 2 of the instant application, and 
Examples 1 , 5, 6, 7 and S of Daiton US * 1 64). 

la Exhibit Figure 2 of Declaration I, it is shown that Examples ofihe p w u i: \ * u.< • 
(Examples 1 , 3, 7, 8, 9a, 9b and 10a), have a distinct high thermal resistance Tg f°C), at a change 
of viscosity (i?sp/c), which is not possessed by either Comparative Example 5 (which is 
equivalent to the Braat US '327 reference), or Comparative Examples 1 and 2 of the instant 
application. More particularly Exhibit Figure 2 shows the present invention (A and m) has a 
higher thermal resistance (Tg) than Braat US '327 (a), at the same viscosity. 

In Exhibit Figure 3 of Declaration I, there are shown the dielectric constants. In 
Exhibit Figure 3, n is shown that the present invention (A and ■) has better results than 
C nip rative Bxcrm S >i the p esent spe ifia ton fwl ich is equivaiei the Braa - '327 
ackUM-i > h -u>! e > - e t.;spcj 

Accordingly, the compuv.?i\c test results provided in Exhibit Figures 1-3 and the facts 
of distinction set forth above, evidence mat the PPE of the present invention as recited in the 
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pending claims is both patemably distinct from and additionally non-om sous to those of ordinary 
skill in the art upon considering the disclosures of the cited art of record. 

msedo) he fac hat none of the cited i k ces ?.o BraalUS"32? 
(US 6,211,327}, WO '273 (WO 00/46273) or Dalton. et al US '164 (US 4,463 J 64)) provide any 
teaching or . v ^ , . \\u\ would allow one to arrive at the instant inventive FPH as presently 
an Vv - % s i <,u>e< a ann^,,,' U- ,( lS P - 1 vN - v " - v N odu-ts of 
ice rt ap S * > i v. u i lg the p i < ng claims. 

Accordingly, it is submitted that the present invention has unexpected results associated 
therewith, 

- J « 

Each of claims 27 and 28 is a product-by-process claim, which recites both features of the 
products and the processes of the present invention. Enclosed Declaration 0 of Mr. Akira 
Mitsui supports the patentability of each of pending product-by-process claims 27-28, so that a 
L v , \ i s . k ^ ulh requested at pic&cm 

Particularly. Mr, Akira Mifsufs .Declaration II is being submitted herewith in support of 
the patentability of claims 27-28, because MPEP § 21 13 clearly states that: 

"it] he structure implied by the process steps should he considered when 
) - ocess clai n c? the prio art, 

especial I; where the product can only be defined by the process steps by which 
the product is made, or where the manufacturing process steps would be 
expected to impart distinctive structural characteristics to the final product/' 
(Emphasis Added}. 
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In claim 27, the process limitations of method claim 16 (which contains a solution 
nethod step) a sd herein 

As mentioned below, the molecular weight distribution of a precipitated PPE (/mat 
i. f xl i ) <k }Q Is on a tempera! »e of die p vup utmg stop « c. „ > 1 ^ ^7'!, dm? is, 
the process step temperature recited in claim method 16 (and p a ' e,« c/m>,n< 27) is 
able t<> v ^ - f 5 product. 

As a result, it is submitted that the structure of the product ot pmduct-hy-process claim 
chn i use o Dahon US' 164 m ( : 

arguendo, similar compounds are taught/utilized in the cited art references being applied against 
claim 27 (and claim 28). This is dearly set forth in the enclosed 37 CFR § 1.132 Declaration. II, 
\\h < i - mmic ^ + 

Claim 16 recites, as step I, "polymerizing a phenol compound in die presena of a 
analyst and oxygen-containing gas using a good solvent of said low molecular weight 
t t < f i ea wiHi poJ\pacu>lene ether solution. 

At the end of this step, the obtained PPE has been dissolved in a solvent. The molecular 
vu:gh; of each PPE pobrm; < K > ^< i s . is 

affected by ti disfrih a on o.i ear cm conditions sucl a e nperature, concentK \ f < d; /st 
•v the molecular v i , ^ 

K\l < V Cv -V \ 'V » o ^k\kI 

Further, method claim 16 recites, as step 2, "precipitating a km molecular weight 

? Ok ) ? > > ! ^ _ ' <■ f ^ <■ 
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,h>hpr\ t ) <.>\ ,t < > vu i { > <. i. '^>^\nv »- , v,, t 
out at the temperature in the range, of- SO to 20 °C" 

he d d lolecuiar w h PPi s i c \ t s e > ivei 5t c 

' j i e solution ol the PPi (d s* d e 1 PPE 
low -molecular weight PPE). The addition of the selective poor solvent to the. low molecular 
u! t tin si 1, i g o ulack or hinder interaction between the low molecular weight 

P?> d n <. t \* t ssdwd thu ! «. } i > i <. 

low mole. i< v " ' f. n Lu solution obtained in the step 1 of the process {,.<•. the solvent 

}). JKXi Step v. pr»:-:.'.;SSf. 

When the precipitation step 2 is earned out at a higher temperature than that recited in 
claim 1.6 and claim 27 (such as 30 °C), almost all the obtained PPE in the solution of the good 
solvent should be precipitated. Therefore, the molecular weight distribution of the precipitated 
PP E would be expected to be almost the same with that of the PPE dissolved in the good solvent 

, ^ ..id) Howe\en tw iddiiig the sehxrme poor sohenf .3 id 
defined temperature range as recited in pending claims 16 and 27. the low mole liars t PPE 
is w>. -e , capitated out of the solution eo taini h solvent (and having the 

addition of the poor solvent for the low molecular weight PPE). 

Accordingly, as the molecular weigh distnbutK > ; - vtaie PPE (Imai product) is 
depends on the temperature of precipitating step in claim 16 and product- by-process claim 27 
(step 2 of the process), it follows that the process steps set forth in product-by-process claim 27 
*' would he expected to affect the structure of the final product". 
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In such a circumstance. MPEP § 2113 clearly sets forth that "process steps should he 
considered... where the manufacturing process steps would be expected to impart distinctive 
structural characteristics to the fund product." 

I iere i ir\ ,i ultM yd bp Svd 2" s - 

references, and the process steps recited in claim 27 must be given consideration and weight by 
the USPTO under the provisions of MPEP § 21 13. 

I'herefore he product recited in claim 27 is Jis mguishe< from < ted £ g 

applied by the USPTO. 

Regarding product -by-process claim 28, m this claim, all limitations of the process of 
^ >t » , <. ' t i>>') are sc. ted 

In the course of polymerization, PPE is precipitated when its m « u 1 , 1 ^ - 
to a molecular weight wherein a polymer cannot remain disseised. The molecular weight of the 
precipitating PPE depends on the kind of solvent utilized. The specific range of molecular weight 
distribution of PI 1 S tnal product) can be obtained by using a mixture of at least two alcohols as 
» s«Acnt } < > "*h if, I - process iccitod in clain 8 a cts v s n e e Ma 

product. 

Therefore, the product recited in product-by-process claim 28 is also distinguished ifom 
cited references, and the process steps recited in chum 28 must be given consideration and 
^ , , - " , , -ionsol MPhP J; 2 

\ v n -> 1 ) N i\i i _ i ^ \ 0 t ' k 

references of record , 



26 



JWB/TK/enm 



Application No. 19/500, 701 Docket No, ; 0071-0 593 PUS! 

' . ,i of ipiH ?, 2606 

CONCLUSION 

Based upon the remarks presented -or em. and rbc submission of Hie tw o 3? CFR S 1.132 
Declarations of Mr. Akira Mitsui submitted herewith, the Examiner is respectfully requested to 
,sie a \o «. o ' v < m. s Cl rU ml> s bat earn i . v • a -\ . - a -2 a?e allowed 
! ndet fee . tie 35 oi > va f v\ ( ode 

Should there be any outstanding matters that need to be resolved in the present 
n\ vs . > v\ ks.ed to contact johr Vv f. ^ \ "*\ 

i \ . ) s , bei below, 10 conduct an interview in. m i > x - oseei 

co w c i ' u >1 > o 

If necessary, the Commissioner is hereby authorised in this, concurrent, and future replies,; 

o' eu ! \fa OH^^riat'o Xpostt \CvO i + \l f v > t > o i 1 i 
fees required under 37 C.F.R, §§ 1 . 16 or 1 .17; particularly, extension of time fees. 
I Ma Ncptei > v Respectfully submitted. 



By , • . • . 2".'r 

John W. Baiie> 
Registration No.: 32,881 

BIRCH, STE WART, KOLASCH & BIRCH, LLP 
81 10 Gatehouse Road 
Suite 100 East 
P.O. Box 747 

Falls Church, Virginia 22040-0747 

(703)205-8000 

Attorney for Applicant 



Attachments: 3 7 CFR § 1.132 Declaration I of Mr. Akira Mitsui and 
37 CFR | 1.132 Declaration II of Mr, Akira Mitsui. 
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